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REMARKS 

Applicants thank the Examiner for permitting a personal interview with Applicants' 
representative on January 29, 2002. Applicants respectfully request the Examiner to 
withhold the filing a reply to the present Amendment and Response, until the personal 
interview with Applicants' representative has taken place. 

Claim 9 has been amended to correct an obvious en^or. Claim 8 was canceled 
in the Amendment and Response filed August 9, 2001. and claim 9, prior to the 
amendment, depended from the canceled claim. Claim 9 has been amended to 
depend from claim 7. 

CLAIW REJECTIONS 

Claim Rejections under 35 U.S.C. $102 

Claims 7 and 9-12 are rejected under 35 U.S.C. § 102(a). 35 U.S.C. § 102(a) 
recites that: "A person shall be entitled to a patent unless (a) the invention was known 
or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent**. 

The publication date of the reference to Shimizu et al. is April 24, 2001. 

The Examiner will note that the U.S. filing date for the Applicants is September 
13, 1999. Hence, absent any evidence to the contrary, it is most respectfully believed 
that the reference to Shimizu et al. cannot be used on the basis of 35 U.S.C. § 102(a). 
Withdrawal of the rejection is most respectfully requested. 

Claim Rejections under 35 U.S.C. 6 103 

Claim 12 is rejected under 35 U.S.C. § 103 as being unpatentable over Shimizu 
et al. in view of U.S. 6,047,470 (Drussel et al.). As indicated above, it is most 
respectfully believed that the reference to Shimizu et al. cannot be used on the basis 
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of 35 U.S.C. § 102(a), and therefore it would be Improper to modif/ the reference to 
Shimizu et al. if the rationale for the unobviousness rejection is based on the basis that 
the rejection under 35 U.S.C. § 102(a) is proper. 

Regardless, even if one were to modify the reference to Shimizu et al. according 
to the teachings of Dmssel et al., it is most respectfully believed that the elements of 
claim 12 cannot be met. The Examiner seeks to modify the reference to Shimizu et al. 
according to the teachings of Drussel et al. 

It is most respectfully believed that the Examiner's understanding of the 
reference to Shimizu et al. (in regard to the rejection based on 35 U.S,C. § 102(a) 
cannot be maintained, since the Examiner stated that Shimizu et al. discloses the 
process including a strip 100 having a plurality of substrate areas, providing a plurality 
of alignment marks 18a (Fig. 3A), providing a plurality of cutting marks 2 (Fig. 3A), 
positioning the saw machine with respect to the substrate area, cutting each individual 
substrate areas (Fig. 1A). However, in the reference to Shimizu et al., reference 
character ($fijO refers to the main board] reference numeral 18a refers to the signs, and 
reference numeral 2 refers to the cuTlines/ Although the main board 100 is provided 
with a plurality of circuit boards, the main board 100 shown in the drawings of Shimizu 
et al. is not a substrate strip which has a plurality of substrate areas along a longitudinal 
line as shown in the drawings of the application. Further, the cut lines 2 of Shimizu et 
al. are determined by a plurality of rectangular signs or pairs 18, wherein the cut line 2 
extends between the pairs ,18. (as shown in Fig. 1(A)), and the two rectangular pairs 18 
determine the position to each cut line 2 in cooperation (column 13, lines 19-22) that 
are different from the cutting marks of the claimed invention. In contrast, in the claimed 
invention^Iibexutting marks 112 are used to define the cutting tracks 101 in relation to 
the longitudinal axis of the substrate strip 1 Jo^ 

As previously stated in the response filed on August 9, 2001 , one of the primary 
features of the claimed invention is to re-oosition the saw machine with respect to an 
adjacent one of the substrate areas for cutting the substrate strip, thereby eliminati.nfl 
the accumulation of the cuttino error. This particular feature of the claimed invention 
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Is not taught, disclosed or suggested in the reference to Shimizu et al. and/or Drussel 
et al. Hence, further modification of the reference to Shimizu et al. according to the 
teachings of Drussel et al.. will not result in the claimed invention, in particular regard 
to daim 12. Hence, withdrawal of the rejection is most respectfully requested. 

Withdrawal of the rejection is respectfully requested in view of the remarks 

above. 

In summary, it is respectfully submitted that none of the prior art individually or 
collectively shows a process for sawing a substrate strip as claimed. Accordingly, 
withdrawal of the rejection of the claims appears to be warranted and the same is 
respectfully requested. In the event there are any outstanding matters remaining in the 
present application which can be resolved by a telephone call or facsimile 
communication to Applicants' Attorney, the Examiner is invited to contact the 
undersigned by telephone or facsimile at the numbers provided below. 


Date: January 25, 2002 

BACON & THOMAS. PLLG 
625 Slaters Lane, Fourth Floor 
Alexandria, Virginia 22314 
Telephone: 703-683-0500 
Facsimile: 703-683-1080 


Respectfully submitted, 
BACON & THOMAS. PLLC 


WONKI K. PARK 
Associate Attorney for Ag 
Registration No. 38.99 



WKP/jfm 

s:\Pfoducer\wp\SU 3949)SVifnendmeniz.wp<) 
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APPENDIX OF MARKED-UP AMENDED CLAIM 

9, (Twice Amended) The process as claimed in Claim [8] 7, further comprising 
the step of cutting the substrate strip according to cutting tracks defined by the cutting 
marlcs parallel to the longitudinal axis. 
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Ii^rllVonH^n^n!^^^ On Januarv 29. 2002. During the interview we discussed 

claim 7, and in particular we discussed page 3. second full paragraph of my amendment and 
response filed on January 25, 2002. 

As is noted in the inten^iew summary, you Indicated that if claim 7 is amended to add language that 
d stinguishes over the reference to Shimizu et al., the application will be reviewed favorably We 
also agreed in the interview that the use of the reference to Shimizu et al. under 35 U.S.C. 102 (a) is 
improper. 

Please review the attached proposed new claim 13 (DRAFT) which will replace claim 7. Claims 9- 
12 will be amended to depend from claim 13 if claim 13 is deemed allowable. Please promptly let 
me know if you believe further amendments are necessary. Claim 13 recites language which 
Illustrates the inventive subject matter that dearly distinguishes over the Shimizu et al. reference 
I he bold-type highlights some of the differences between claim 13 and the Shimizu et al. reference. 
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Thank you for your kind attention to this matter. 


K. PARK / 
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PATENT 

V IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


In re Application of: ^ 


Jau-YuenSU Group Art Unit: 3724 

Serial No.: 09/394,918 Examiner: O. Flores-Sanchez 

Filed: September 13, 1999 Atty. Dkt.: SUJA3001/REF/WKP 

For PROCESS FOR SAWING SUBSTRATE STRIP 


PROPOSED NEW CLAIM 13 WHICH Vyjlf BE SUBSTITUTED FOR CLAIM 7 
(FOR DIS(^S^I$RI>UlRPOSED ONLY) 

1 3. (New) A process for sawing a substrate strip having a plurality of substrate 
areas by a saw machine, wherein the substrate has a longitudinal axis and a lateral axis 
and the substrate areas are grouped along the longitudinal axis, the process comprising 
the steps of: „ , r 

providing a plurality of alignmenttmarks iaround each of the individual substrate 
areas on the substrate strip; v-"^.' > 

providing a plurality of cutting marks around the substrate areas on the substrate 
strip such that two opposing longitudinal rows of the cutting marks are provided along 
the longitudinal axis of the substrate and two opposing lateral rows of the cutting 
marks are provided along the lateral axis with the substrate areas positioned 
between the longitudinal and lateral rows of the cutting marks; 

positioning the saw machine with^Tespect to a first substrate area according to 
the alignment marks of the first substrate area along the longitudinal axis and 
cutting the substrate strip on cutting tracks defined between respective ones of the 
cutting marks parallel to the lateral axis; and 

repositioning the saw machine with respect to an adjacent one of the substrate 
areas and cutting the substrate strip Recording to the step of positioning the saw 
machine, whereby cutting error that results from each substrate area will not 
accumulate to the adjacent substrate area. 
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PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In Re Application OF: Jau-Yuen su et al. - . 

Serial No.: 09/394.918 

Filed: September 13, 1999 
For: PROCESS FOR .SAWING SUBSTRATE STRIP 

THE COMMISSIONER FOR PATENTS 
Washington, D,C* 20231 

Sir: 

Transmitted herewith is a SUPPLEMENTAL AMENDMENT AND STATEMENT OF THE SOB^ANCE OF THE 
E^JTERVIEW in the above-ideniified application. 

ni Small entity status of this application under 37 CFR L9 and i.27has been established by a verified statement 
previously submitted. 

□ A verified statement to establish small entity stams under 37 CFR 1.9 and }. 27 is enclosed. 
H No additional fee is required. 

The fee, if any, has been calculated as shown below: 




Total Claims 


20 


x$9 = 


X $ 18 = 


$0.00 


Independent C^'^^a 


X $40 ^ 


x$80- 


$0.00 


Q First Presentation of I^oper Multiple Dependent Claim 


+ $135 = 


+ $270 


TOTAL 


$0.00 


' If leu Hum 20 enter 20. 


* IT less diau3 eoLei 3. 


' If less tbaa 0 enter 0. 


_. A duplicate copy of this 


D Please charge my Deposit Account Number 02-0200 in the amount of $ 

sheet is attached. 
□ A check in the amount of _Jt is attached. 

KI The Commissioner is hereby authorized to charge any additional fees associated with this communication, including 
fees due under 37 CFR 7.76 and 57 CFR i./7 or credit any overpayment to Deposit Account Number 02-0200. A 
duplicate copy of this sheet is attached. 
B Also enclosed is/are: 


BACON & THOMAS, PLLC 
625 SLATBrS lane - FOURTH FLOOR 
ALEXANDRIA. VIRGINIA 22312^1176 
(703) 683-0500 

DATE: February 28, 2002 
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